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This is in response to the Appeal Brief filed 4/29/02. 
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(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 47-53 may be grouped and 
stand or fall together and provides reasons as set forth in 37 CFR 1 .192(c)(7) and 
(c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(9) Prior Art of Record 

No prior art is relied upon by the examiner in the rejection of the claims under 
appeal. 

(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections Based Upon Recapture 

Claims 47-53 are rejected under 35 U.S.C. 251 as being an improper recapture 

of claimed subject matter deliberately canceled in the application for the patent upon 

which the present reissue is based. As stated in Ball Corp. v. United States, 221 USPQ 

289, 295 (Fed.Cir. 1984): 

The recapture rule bars the patentee from acquiring, through reissue, claims that are of the same 
or broader scope than those claims that were canceled from the original application. 

In application 08/736,112, which matured into U.S. Patent 5,779,856, applicant 
amended claim 16 to include the limitation in step (e) that the spent second (2nd) 
cooking liquor possessed an effective alkali concentration of greater than about "20 
g/l". Similarly, claim 16 was also amended to recite the limitation that during at least 
the last fifteen minutes of step (e), the effective alkali concentration is between "20-40 
g/l, so as to produce chemical pulp having enhanced intrinsic fiber strength compared 
to if the effective alkali concentration was below 15 g/l during the last fifteen minutes 
of step (e) ". Both of these amendments to claim 16 step (e) were made to overcome 
the rejections involving US Patent 5,522,958 to Li. See the amendment of November 
12, 1997, page 10, first and second paragraphs. Newly added claim 47, however, 
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does not include these limitations which applicant presented in application 08/736,112 
to overcome the prior art of record. Thus, applicant is attempting to recapture subject 
matter which was surrendered in application 08/736,112. 
(11) Response to Argument 

Applicant's arguments with respect to the 35 U.S.C. 251 as being an improper 
recapture of claimed subject matter deliberately canceled in the application for the 
patent upon which the present reissue is based is not persuasive since the subject 
matter of claim 1 6 of the original 5,779,856 patent is pertinent to the subject matter 
claimed by new claim 47 and the comparison is proper. 

Applicant's comment on the Applicant's Reply Brief of 9/16/02, second 
paragraph, that amendment was presented in patent claim 16 so as to define the EA 
concentration of the liquor during the last 15 minutes of the cook to be 20-40 g/l vs. 
18-40 g/l as original filed, and no amendment was submitted to claim 16 which limited 
the EA concentration between the cooking liquors at the beginning of the first and 
second cooking zones is not persuasive because the last phrase of step (e), "the 
spent second cooking liquor having an effective alkali concentration expressed as 
NaOH or equivalent of greater than about [1 5] 20 g/l" which is critical to the cooking 
condition of step (e). Current claim 47 is silent with respect to this limitation which is 
considered as an improper recapture of claimed subject matter. 

Applicant's comment that claims 47, and 48-53 dependent thereon do not 
address the EA concentration of any spent cooking liquors but recite the difference in 
the EA concentration between the cooking liquors at two different cooking zones is 
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noted however, this difference in the EA concentration is shown on step (d) of claim 
1 6 and the results of step (e) is apparently due to the condition of the first and second 
cooking liquor as indicated above. Note that the original (not amended) claim 16 is 
fairly taught by US patent 5,522,958 (Li) as shown on Fig. 3 and it appears that the 
claim was amended to overcome the rejection over Li. 

As for the argument that the claims at issue here are narrower in some respect 
and broader in some other respect, it's the examiner's position that this issue is not 
germane since they are not related to the issue of recapture. 
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For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 

Dean Tan Nguyen 

/Tan Dean D. Nguyen/ 
Primary Examiner, Art Unit 3689 



March 25, 2009 



Conferees: 
Thomas Dixon 
John Weiss 

Nixon & Vanderhye PC 

1 100 North Glebe Road 8th Floor 

Arlington, VA 22201-4714 



1) John G. Weiss 
SPE, Art Unit 3629 
/JOHN G WEISS/ 

Supervisory Patent Examiner, Art Unit 3629 



2) Thomas A. Dixon 
SPE, Art Unit 3696 



/THOMAS A DIXON/ 

Supervisory Patent Examiner, Art Unit 3696 



